07/30/2009 18:20 FAX 17329361401 



@)024/033 



RHMARK3/ARQ0MEMTS 

In view of the foregoing amendments and the 
following remarks, the applicants respectfully sibmit 
that the pending claims are not rendered obvious under 35 
U.S.C. § 103. Accordingly, it is believed that this 
application is in condition for allowance. x£, l^ever, 
tbe Examinar believes that there are any unresolTed 
ieeueSf or believes that some or all of the clauis are 
not in condition for allowance^ the applicants 
respectfully request that the Sicaminer contact tl^ ^e 
undersigned to schedule a telephone Bicaininer Intcrvieiw 
before any further actions on the aierlts . 

The applicants will now address each of the issues 
raised in the outstanding Office Action. 

Objections 

Claim 1 is objected to because of a minor 
informality. Claim 1 has been amended to correct the 
issue identified by the Examiner. Accordingly, the 
applicants respectfully request that the Examinez 
withdraw this objection. 

Rejections under 35 U.S*C, S 103 

Claims 1-5, 9-11 and 17-40 are rejected under 35 
U.S.C. § 103(a) as being unpatentable over U.S* P«itent 
Application Publication No. 2004/0054589 ("the Nicholas 
publication"), in view of U.S. Patent Applicatior 
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Publication No. 2002/0007393 ("the Haitiel publication"). 
The applicants respectfully request that the Examiner 
reconsider and withdraw this ground of rejectior in view 
of the following- 

First, since claims A, 19, 26, 32-35, 38 ard 40 have 
been canceled, this ground of rejection is rend€red moot 
with respect to these claims. 

Next, independent claims 1 and 36, as amenced, are 
not rendered obvious by the Nicholas and Hamel 
publications since the cited references neither teach, 
nor make obvious, detezmlninff, tritli a flrmt, mntity and 
respmal-^e to an ad xrmquBSt^ that a tar^Bt docwent is 
noz^airailahlB for analysis by tha first entity to 
detexTnine If an ad relevant to tbA contant of tta targat 
docuiaeiit Is availabla for rendering . 

In rejecting previously presented claim 1, the 
Examiner states : 

Nicholas teaches "determining, using 
a computer system including at le&st 
on& computer, whether or not a 
condition is met, " see Figs. 1,25, 
and par. 103, "Based on the 
demographic determination, ad 
selection node 140 checks for an ad 
based on the demographic information 
during a stage S420 of the flowchart 
410. During a stage S422 of the 
flowchart 400, a search of the 
targeted add within an inventory of 
ad selection node 140 is 
accomplished, " wiiex-a tlxe claimed 
"conditioii'' is the rafarenced cbecJc 
"for as ad based on tbe deinographie 
information^ " [Emphasis added] 

(Paper No. 20090319, pages 2 and 3) The Examine sr 
c one ede s that : 
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Nicholas does not teach "and wherein 
the condition depends, at least in 
part, on whether the target document i? 
available for analysis by the first 
entity. ' 

(Paper No. 20090319, page 3) To overcome this ainitted 
deficiency, the Examiner cites the Hamel publication and 
states: 

Hamel does, however, see Fig. 3 and 
par. 83, "During step 315 proxy 158 
examines tho i>arag ^fc^« the ad 
proposed by ^be Ad Server 160 to 
determine i£ tbey are compatible wich 
the capabilities of applet 132* . If the 
ad is otherwise compatible with the 
applet's capabilities, it is passed or 
through at step 320, where it is then 
sent by proxy 158 during step 325 to 
the applet 132','* where, the website 
and embedded applet must be "available 
for analysis" in order to determine tl-e 
"condition" (i.e. tbe referenced 
determination of w2iet2jox" tbe ad can bt^ 
displayed). [Emphasis added.] 

(Paper No. 20090319, page 3) The Examiner then parses 
the remainder of the recited feature and goes oi, to 
state: 

Nicholas teaches "to determine if an dd 
relevant to the content of the target 
docxment is available for rendering, 
and if not, determining that the 
condition is not jnet, " see Fig, 25 an«l 
par. 103, " Based on tbe aemoffrapbio 
determination , ad selection node 140 
checks for an ad based on tbe 
demograpbia information during a fltagtt 
S420 of the flowGbnrt 410 . . . . " 
[Emphasis added] 
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(Paper No^ 20090319, page 4) The applicants respectfully 
disagree. 

In exemplary embodiments consistent with the claimed 
invention, a first entity determines that a targ6:t 
document cannot be analy2sed at all for the purpos e of 
determining the content included in the target dc-cument 
which is used to determine if an ad relevant to the 
content of the target document is available for 
rendering. Therefore, vAas it im determijied thav ths 
target dooumejit cajuot Jbe an^^lyzBd in Qrdmr to ddtexanixie 
i£ an md ralavant to the content a£ clie target ddcument 
is available for rBndBrlnff, the first entity ind: cates 
the availability of at least a portion of the resource of 
the target document to a second entity. 

By contrast, if the Nicholas and Hamel publications 
were to be combined as proposed above by the Exardner, 
the Nicholas publication would first check ''for en ad 
De^red on demographic information** of the user (i.e*« 
relevant to the user) and the Hamel pxoblication vould 
then determine whether an already selected ad "cfrn be 
displayed". More specif ically, in the Examiner 
proposed combination cited above/ the java applet in the 
Hamel publication is always available for analysj s to 
determine if an ad, which was selected "based on 
demographic information", is "coinpatiJble witli the 
cepahilitiea of applet [Emphasis added.]". The Tainel 
publication never describes a situation where the java 
applet is not availahle for analysis to determine if an 
ad is "compatible with the capabilities of applet " . In 
addition, the Examiner concedes that an ad is selected 
haaed on demagraphic infazmation and not based ot. its 
relevance to the content of the target document. 

-21- 

PAGE 27/33'RCVDAT7l30/20D96:10:42PM [Eastern DayligM 



07/30/2009 18:21 FAX 17329361401 



1028/033 



Thus, this connbination neither teaches, nor makt s 
obvious, that tha carpet daaum&nt ia not avallal'le fox- 
onalyBxB hY a £ix-£^t entity- to datezmiae L£ mxi At\ ralgvant 
to the contaat ot th» taxget docfmoapt ia availal'Ja £or 

Furthermore, claims 1 and 36 have been amerded to 
positively recite that the first target docximent is not 
available for analysis by the first entity to determine 
if an ad relevant to the content of the first target 
document is available for rendering, and therefore the 
first entity indicates the availability of at least a 
portion of the resource of the target document to a 
second entity, l^ese amendments are supported ty 
original claims 1 and 6. 

Thus, claims 1 and 36, as amended, are not rendered 
obvious by the Nicholas and Hamel publications ior at 
least the foregoing reasons. Since claims 2, 3, 5, 9-11, 
17, 18, 20-25, 27-31 and 39, as amended, directly or 
indirectly depend from claim 1, and since claim 37 
depends from claim 36, these claims are similarly not 
rendered obvious by the Nicholas and Hamel publications. 

Claims 7 and 8 are rejected under 35 U.S.C. § 103(a) 
as being unpatentable over the Nicholas publication in 
view the Hamel publication, and in view of U.S. Patent 
Application Publication No. 2004/0019523 ("the Earry 
publication"). The applicants respectfully request that 
the Examiner reconsider and withdraw this ground of 
rejection in view of the following « 

Dependent claims 7 and 8 indirectly depend from 
claim 1. The purported teachings of the Barry 
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publication would not corrpensate for the def iciei.cies of 
the Nicholas and Hamel publications with respect to claim 
1, discussed above, regardless of the scope of pi.rported 
teachings of the Barry p\iblication, and regardle? s of the 
absence or presence of an obvious reason to combine these 
references. Consequently, claims 7 and 8 are not 
rendered obvious by the cited references for at ^east 
this reason. 

Claims 12-16 are rejected under 35 U.S. C. § L03(a) as 
being unpatentable over the Nicholas publication in view 
the Hamel publication, and in view of U.S. Patent 
Application Publication No. 2003/0220918 ("the Rcy 
publication"). The applicants respectfully request that 
the Examiner reconsider and withdraw this ground of 
rejection in view of the following. 

Dependent claims 12-16 indirectly depend trcm claim 
1. The purported teachings of the Roy publicaticn would 
not coit^pensate for the deficiencies of the Nicholas and 
Hamel publications with respect to claim 1, disci .ssed 
above, regardless of the scope of purported teacLings of 
the Roy publication, and regardless of the absence or 
presence of an obvious reason to combine these 
references p consequently, claims 12-16 are not rendered 
obvious by the cited references for at least thif reason. 

Furthermore/ claim 12, as amended, is not rcjndered 
obvious by the cited references since the cited 
references do not teach, or make obvious, either (a) 
indicating, by the computer system of the first e entity, 
the availability of at least a portion of a resource of a 
target document to the second entity or (b) prov: ding, by 
the cornputer system of the first entity, a set oj at 
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least one ad to be rendered via a resource of a target 
document depending on whether the first entity d« it ermines 
tixat net revenue for Tendering tlie ad will be po.ixtive 
for the first entity* In rejecting claim 12, tho 
Examiner states; 

12 . Nicholas does not teach '"The 
conputer- implemented method of claim 4 
wherein the condition depends, at leasL 
in part, on whether the first entity- 
determines that net revenue for the 
first entity for rendering the ad will 
be positive." Roy does, however, see 
par. 12, '^Each advertiser decides how 
much money he wants to spend on a 
search term, and the search provider 
displays the advertisers' listings in 
proportion to the amount of money the 
respective advertisers spend, " where^^ 
in order to dleplay an advertisement , 
the Beerch provider wuat deterjoinm 
whether the revenue will be positive. 
Thus, it would have been obvious to one- 
of ordinary skill in the database art 
at the time of the invention to combine 
the teachings of the cited references 
because Roy's teachings would have 
allowed Nicholas' method to sort 
advertisements based on revenue, see 
Roy par. 3. [En^hasis added.] 

(Paper No, 20090319, pages 18 and 19) The applicants 
respectfully disagree. 

As can be appreciated from the foregoing, ir the Roy 
publication "each advertiser decides how much morey he 
wants to spend on a search term" and the advertisers' 
listings are sorted by the search provider "in pioportion 
to the amount of money the respective advertisers spend." 
However/ this does not teach determining whether net 
revenue for renderings the ed will be positive foi' the 
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first entity , Hore specifically, the Roy publication 
does not teach that the determination of whethei a 
condition is met (and therefore of whether a fiist entity 
is to provide a set of relevant ads) depends on whether 
the net revenue for rendering the ad will be poBitixre for 
the firet entity. Furthermore, in embodiments consistent 
with claim 12, the first entity is an ad servinc entity, 
not an advertiser. 

Thus, dependent claim 12, as amended, is net 
rendered obvious by the cited references for at least 
this additional reason. Since claims 13-16 directly or 
indirectly depend from claim 12, these claims aie 
similarly not rendered obvious by the cited references. 

New Claims 



New independent claim 41 is supported by oi iginal 
claims 1, 7 and 8 and paragraphs tOOlO] , [0011] and 
[0045] - 

New independent claim 42 is supported by oi iginal 
claims 1, 12 and 13 and paragraphs [OGlO], [0013], 
[0016], [00461 and [0047]. 

Conglttsion 

In view of the foregoing amendments and reriarks, the 
applicants respectfully submit that the pending claims 
are in condition for allowance. Accordingly/ the 
applicants request that the Examiner pass this 
application to issue. 
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Any arguments ittade in this aroendment pertai i only to 
the specific aspects of the invention olaimBd. toy claim 
amendments or cancellations, and any arguments, are made 
without prBjucUcB to, or dlBclaimGr of, the applicants' 
right to seek patent protection of any unclaimed (e.g.* 
narrower, broader, different) subject matter, su=h as by 
way of a continuation or divisional patent appli;:ation 
for example . 

Since the applicants' remarks, amendments, and/or 
filings with respect to the Examiner's objections and/or 
rejections are sufficient to overcome these objections 
and/or rejections, the applicants' silence as tc 
assertions by the Examiner in the Office Action and/or to 
certain facts or conclusions that may be implied by 
objections and/or rejections in the Office Acticn (such 
as, for exanple, whether a reference constitutes prior 
art, whether references have been properly combined or 
modified, whether dependent claims are separately 
patentable, etc » ) is not a concession by the applicants 
that such assertions and/or implications are accurate, 
and that all recjuirements for an objection and/c r a 
rejection have been met. Thus, the applicants reserve 
the right to analyze and dispute any such asserl ions and 
implications in the future. 




Respectfully submitted 



July 30, 2009 



Leonard P. Linardakis, Attorney 
Reg- No, 60,441 
Tel.: (732) 936-1400 
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